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DETAILED ACTION 

Claims 4, and 6-8 are pending in the case. 

Receipt of the Information Disclosure Statement on 12/14/06 is acknowledged. 

Response to Amendment 

Any rejection of record in the previous action not addressed in this office action is 
withdrawn. There are no new grounds of rejection that were not necessitated by 
applicants' amendment and therefore, this^action is final. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 4, 6, 7, 8 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 4 and 6-8 are vague and indefinite in the recitation of "a promoter of a- 
amylase, glucoamylase, or a-glucosidase of Asperigillus acting on the structural gene" 
(claim 4 and 6) since it is not clear what is intended by this phrase. It is not clear 
whether the recited promoter is intended to be one of the promoters associated with the 
DNA or gene encoding the recited enzymes, or something else. It is noted that the art 
does not recognize a phrase such as "a promoter of glucoamylase" etc. as being the 
upstream DNA region responsible for the control of transcription, i.e. the promoter, of 
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the gene encoding the recited enzyme. Furthermore, the claims are vague and 
indefinite since it is not clear whether promoter recited in line 4 of claims 4 and line 3 of 
claim 6 is the same promoter which causes "expression is induced by isomaltose" in line 
2. Furthermore, there is no antecedent basis for the recitation of "the structural gene" 
in line 4 of claims 4 and 6. Furthermore, it is not clear whether it is intended that "the 
structural gene" in lines 4 and 5 of claim 4 and lines 3 and 4 is the DNA encoding a- 
amylase, glucoamylase, or a-glucosidase, or whether only the promoters for the genes 
encoding these enzymes is intended. 

Claim Objections 

Claim 7 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. 

Claim 7 recites that the promoter is a modified promoter obtained by inserting 
two specific elements into a promoter functioning in Aspergillus. However, the claim on 
which it depends, claim 4, recites that the promoter is the promoter associated with the 
gene encoding a-amylase, glucoamylase, or a-glucosidase (assuming this interpretation 
of claim 4, see above). Therefore, claim 7 fails to further limit the subject matter of the 
previous claim since it encompasses embodiments not included in the claim on which it 
depends. The test for a proper dependent claim is whether the dependent claim 
includes every limitation of the parent claim. A proper dependent claim shall not be 
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conceivably infringed by anything which would not also infringe on the basic claim on 
which it depends. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nancy T. Vogel whose telephone number is (571) 272- 
0780. The examiner can normally be reached on 6:30 - 3:00, Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Irem Yucel, Ph.D. can be reached on (571) 272-0781. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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